TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe exam ner’s refusal to allow

clainms 21-34 as anended after final rejection. These are al

! Application for patent filed May 6, 1994. According to
appel l ants, the application is a continuation of Application
07/994, 385, filed Decenber 21, 1992, now abandoned.
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of the clainms remaining in the application.?

THE | NVENTI ON

Appel lants claiman article of manufacture which includes
a casting roll or casting wheel conprised of a recited all oy.
Clains 21 and 28 are illustrative and read as foll ows:

21. An article of manufacture conpri sing:

a casting roll or casting wheel conprised of a
har denabl e copper all oy conprising

1.0 to 2.6% ni ckel,
0.1 to 0.45% beryl ium
and the remai nder of copper,

wherein said alloy has a Brinell hardness of at |east 200 and
an electric conductivity of over 38 ni S/ mmft.

28. An article of manufacture conpri sing:

a casting roll or casting wheel conprised of a hardenable
copper all oy conprising

1.0 to 2. 6% cobal t,

2 The advisory action mailed on Septenber 11, 1995 (paper
no. 21) states that upon the filing of an appeal, the
anmendnent filed on August 24, 1995 (paper no. 20) will be
entered. Qur consideration of the appeal is based on the
clainms as set forth in this amendnent. The anendnent,
however, has not been clerically entered and, therefore, needs
to be entered after thefile is returned to the exam ning

group.
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0.1 to 0.45% beryllium
and the remai nder of copper,

wherein said alloy has a Brinell hardness of at |east 200 and
an an electric conductivity of over 38 m S/ nmt.

THE REFERENCES

Lane et al. (Lane) 3,196, 006 Jul . 20,
1965
Wkl e 4,179, 314 Dec. 18,
1979
Guha 4,657, 601 Apr. 14,
1987
Mat sui et al. (Matsui) 4,792, 365 Dec. 20,
1988
Hramtsu et al. (Hramtsu) 5,074, 922 Dec. 24,
1991

Abstract no. 89-230977 [32] WPIDS, abstract of JP 1-165736,
June 29, 1989 (JP ‘736).

THE REJECTI ONS
The clains stand rejected under 35 U.S.C. § 103 as
follows: clains 21-34 over Matsui, Guha or Wkle, in view of
Lane or JP *736; clains 21, 24, 26, 28, 29, 31 and 33 over
Hiram tsu; and clains 22, 23, 25, 27, 30, 32 and 34 over

Hramtsu in view of Mt sui
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OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the
af orenenti oned rejections are not well founded. Accordingly,
we reverse these rejections.

Each of appellants’ independent clains recites an article
of manufacture which conprises a casting roll or casting wheel
conprised of a specified alloy. The exam ner argues that
because the structure of the casting wheel or roll is not
recited, appellants are claimng the alloy itself (answer,
pages 5-7). This argunent is not well taken because “casting
roll or casting wheel” is a recitation of structure, i.e., a
roll or wheel which is suitable for casting. As indicated by
appel l ants’ specification (page 1, lines 11-15), casting
i nvol ves contact of the casting wheel or roll with a nolten
metal or alloy. Thus, the material of which a casting wheel
or roll is made nust be capable of w thstanding contact with
such a nolten materi al

The exam ner, however, has provi ded no evi dence or
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reasoni ng which shows that the alloys which the applied

references disclose or would have fairly suggested, to one of

ordinary skill in the art, would have been consi dered by one
of ordinary skill in the art to be suitable as a material of
construction of a casting roll or casting wheel. 1In the

applied references, the alloys are used in devices such as
wel di ng el ectrodes, electrical switches, relays and
connectors, springs, contacts, and injection nolding tools.
The exam ner has not explained why the applied references
woul d have provided one of ordinary skill in the art with a
reasonabl e expectation that the alloys recited in appellants’
clainms are suitable as a material of construction of a casting
wheel or casting roll. See In re Vaeck, 947 F.2d 488, 493, 20
USP2d 1438, 1442 (Fed. Cir. 1991); Inre OFarrell, 853 F. 2d
894, 902, 7 USPQ2d 1673, 1680 (Fed. G r. 1988); In re Longi
759 F.2d 887, 892-93, 225 USPQ 645, 648 (Fed. Cir. 1985). The
exam ner, therefore, has not carried the burden of
establishing a prima facie case of obviousness. Consequently,
we do not sustain the exam ner’s rejections.

DECI SI ON
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The rejections under 35 U.S.C. §8 103 of clains 21-34 over
Mat sui, Guha or Wkle, in view of Lane or JP ‘736, clainms 21,
24,
26, 28, 29, 31 and 33 over Hramtsu, and clainms 22, 23, 25,

27, 30, 32 and 34 over Hramtsu in view of Matsui, are

rever sed.
REVERSED
TERRY J. OVENS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
THOMAS A. WALTZ )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
PAUL LI EBERVAN )
Adm ni strative Patent Judge )
TJQO pgg
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